
‘What Do You
Mean I Paid for It,
but Don't Own It?’
Gary M. Schober

One of the least-understood provisions of
copyright law is the treatment of works
made for hire. In today’s world, with more
and more business activity involving the
creation of important work product that
can be protected with a copyright, there
needs to be more awareness of how own-
ership of works made for hire is treated.

Most noncopyright lawyers, not to men-
tion most nonlawyers, might generally
assume a person paying for the develop-
ment of work product subject to copyright
protection, such as software, would be the
owner of the copyright in the absence of
any agreement providing otherwise.
Intuition and general principles of fairness
would probably lead most of us to 
conclude ownership should lie with the
person paying for development of the
work product.

For example, if ABC Corp. pays XYZ
Corp. a sizable amount of money for the
development of software, wouldn’t you
assume ABC owns the copyright in the
software? You may be surprised to learn
XYZ very well may own the copyright in
the software, even if an agreement
between the parties grants title to ABC —
or, worse yet, it may actually be quite 
difficult to determine which party owns
the copyright.

The parties concerned
Needless to say, the question of who owns
the copyright on a work made for hire
could be critically important to all parties
involved. Also, ownership of the copyright
could be equally important to third parties
who may receive licenses to use the work
product.

A licensee of the work product, not know-
ing much about the work product’s origin,
may, for example, be surprised to learn its
licensor doesn’t own the work product and
the true owner is holding the licensee
accountable for copyright infringement.
Assuming XYZ owns the copyright in the
software, but ABC believes it owns the
copyright simply because it paid for the
software’s development, ABC’s licensees
will be extremely shocked, to say the least,
when they get sued for infringing XYZ’s
copyright.

In the case of ABC and XYZ, depending
upon the facts, either party could own the
copyright. Although there aren’t enough
facts available in our hypothetical situation
to conclusively determine ownership for
ABC and XYZ, a quick review of the
issues would need to be considered in
making that determination is possible.

As a general matter, copyright law favors
the author or other developer of the work
product. Section 201 of the Copyright Act
of 1976 provides the copyright in work
product “vests initially in the author or
authors of the work.” Thus, in the absence
of an exception to the general rule, the
copyright for a work product will be

owned by the developer. For ABC and
XYZ, that means XYZ will own the copy-
right in the software unless an exception is
available to ABC.

Work made for hire
One exception to the Copyright Act’s pre-
sumption in favor of the developer is work
made for hire. Work product qualifying as
a work made for hire will be owned by the
person paying for the work product’s
development. According to §201, “In the
case of a work made for hire, the employer
or other person for whom the work was
prepared is considered the author for pur-
poses of [the Copyright Act], and, unless
the parties have expressly agreed otherwise
in a written instrument signed by them,
owns all the rights comprised in the 
copyright.”

Applying §201 to the case of ABC and
XYZ, if the software is a work made for
hire, ABC will own the copyright.
Conversely, if it is not a work made for
hire, XYZ will own the copyright. Thus,
in order to identify the owner of the copy-
right, we must first determine whether or
not the software is a work made for hire.
The answer to that question requires an
analysis of §101 of the Copyright Act.

Section 101 defines a work made for hire
as work product that has been (1) pre-
pared by an employee within the scope of
his or her employment or (2) specially
ordered or commissioned for use as a con-
tribution to one of the categories of works
specifically enumerated in §101, (discussed
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in more detail below) and the parties
expressly agree in a written instrument
signed by them that the work product is
considered a work made for hire. Whether
or not a work product falls within this def-
inition will answer the critically important
question regarding ownership for ABC
and XYZ. Unfortunately, application of
this definition to a set of facts is not
always easy.

The definition of work made for hire 
creates two scenarios in which the person
who pays for the development of work
product will be anointed owner of 
the copyright.

The first is relatively straightforward.
Work product developed by “an employee
within the scope of his or her employ-
ment” will be a work made for hire.
Pursuant to §201 of the Copyright Act,
unless the parties have expressly agreed
otherwise in a written instrument signed
by them, ownership of the copyright will
belong to the employer. This result is like-
ly one most people would expect. It can
easily be justified on the basis that the
employee is being paid to develop work
product for the employer. Since the
employer pays the employee for that
development, it is reasonable the employer
would exclusively benefit from the fruits of
the employee’s efforts. Besides, any other
result would create considerable confusion
in the marketplace, leaving a fair amount
of confusion regarding ownership of work
product developed by employees. Granting
title to the work product to the employer
is as practical as it is logical.

But what about the other scenario in
which the work product will constitute a
work made for hire, resulting in title being
in the name of the payor? In attempting to
qualify as a work made for hire in this 
scenario, two criteria must be met.

The first is that the work product must be
a contribution to one of the enumerated
categories. If it is, then the second test
must be met. The second criterion is the
parties must expressly agree in a written

instrument signed by them that the work
product is considered a work made for
hire. It is important to emphasize that
both criteria must be satisfied. Having just
a written agreement stating that the parties
intend for the work product to be a work
made for hire may not be enough to quali-
fy for work-made-for-hire status under the
Copyright Act.

Categorizing the work
Since the requirement for a written
acknowledgment that the work product is
a work made for hire is fairly self-explana-
tory and simple to satisfy, let’s focus on the
requirement that the work product be spe-
cially ordered or commissioned for use as
a contribution to one of the works enu-
merated in §101. Qualification for work-
made-for-hire status (other than in the
context of an employer/employee relation-
ship) requires the work product must be a
contribution to one of the following: a
collective work, part of a motion picture
or other audio-visual work, translation,
supplementary work, compilation, instruc-
tional text, test, answer material for a test,
or atlas.

In determining exactly what the Copyright
Act means by some of these categories,
§101 provides additional insight. For
example, it explains a “supplementary
work” is work product “prepared for pub-
lication as a secondary adjunct to a work
by another author for the purpose of
introducing, concluding, illustrating,
explaining, revising, commenting upon, 
or assisting in the use of the other work,
such as forewards, afterwards, pictorial
illustrations, maps, charts, tables, editorial
notes, musical arrangements, answer mate-
rial for tests, bibliographies, appendixes,
and indexes.” An “instructional text”
includes, according to §101, all work
products that are “literary, pictorial, or
graphic work prepared for publication and
with the purpose of use in systematic
instructional activities.”

It would be difficult, if not impossible, to
adequately analyze in this article each of
the enumerated categories for purposes of
determining whether a specific work prod-
uct can qualify as a work for hire. Suffice
it to say that, if you want to be certain
title to the copyright in any work product
belongs to you, it is important that these
categories be carefully reviewed.

If the work product clearly fits into one 
of the categories and there is a written
agreement acknowledging the work prod-
uct is a work made for hire, the payor, like
the employer, will own the copyright.
Since it is necessary to have a written
agreement anyway, it would be wise, even
when the work product clearly fits into
one of the enumerated categories, to have
both parties expressly acknowledge in the
agreement the work product is considered
to be in the appropriate category.
Although that type of language would be
self-serving, like a bowl of chicken soup, it
does not hurt.

On the other hand, if it is unclear that the
work product fits into one of the categories
or if it clearly does not fit into the cate-
gories, what can a lawyer do to protect the
client who pays for the development of
work product? For example, what could
ABC’s lawyer do to make sure title to the
copyright was owned by ABC.

Settling for a license
In view of the Copyright Act’s treatment
of works made for hire, there may not be
much a practitioner can do to assure ABC
will have title to the work product devel-
oped on its behalf by XYZ. The Act
unambiguously provides that, if there is
not an employer/employee relationship,
either both of the criteria discussed above
are satisfied or title will belong to the
developer (that is, XYZ).

Fortunately, all is not lost for ABC. There
is an approach that may get ABC extreme-
ly close to having title without actually
obtaining title to the work product. An
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approach that seems to be followed by
most intellectual property lawyers repre-
senting the party paying for the develop-
ment of work product is to provide in the
written agreement a license running from
the developer to the payor that grants
practically all indicia of ownership to the
payor. Sample language that could be used
for this purpose follows:

“Each discovery, idea, invention, or other
work product developed by XYZ pursuant
to this Agreement (collectively ‘Work
Product’) shall belong to ABC. To the
extent applicable law provides that any
Work Product belongs to XYZ rather than
ABC notwithstanding the preceding sen-
tence, XYZ grants to ABC an exclusive
and perpetual license to assign, copy, subli-
cense, transfer, modify, use, or otherwise
exploit such Work Product for no consid-
eration other than that which is given in
connection with this Agreement. Without
limiting the generality of the immediately
preceding sentence, in granting an exclu-
sive license to ABC, no other party
(including but not limited to XYZ) may
use such Work Product. XYZ must
promptly (1) provide ABC with all infor-
mation in the possession or under the con-
trol of XYZ and relating to all Work
Product and (2) at the request of ABC,
execute and deliver to ABC each docu-
ment and other writing, and take each
other action, in order to assist ABC in
protecting its interest in any Work Product
and otherwise enabling ABC to use and
enjoy any Work Product.”

Although receiving a license to the work
product coupled with all of the attributes
of ownership may not be as desirable as
having title to the work product, the payor
can still use the work product as though it
has title to it.

Other provisions
At the same time, the payor can contractu-
ally restrict the use of the work product by
the developer and other third parties. To
be safe, it is also wise to have the develop-
er commit to providing the payor with all
information relating to the work product
and agree to take any action requested by
the payor in connection with the payor
exercising its right to use and enjoy the
work product.

Depending upon the circumstances, the
payor can also attempt to impose other
obligations on the developer, such as an
obligation to notify the payor if the devel-
oper learns of any infringement claims
relating to the work product.

The treatment of works made for hire 
by the Copyright Act presents lawyers
with another trap for the unwary. The
illogical counterintuitive treatment of
works made for hire can yield unexpected
results for clients.

Fortunately, the use of a license that mim-
ics the characteristics of ownership pro-
vides lawyers with a method to achieve the
intended results. However inadequate it
may seem to the payor to receive only the
characteristics of title without actually hav-
ing title, it is, perhaps, the best he or she
can hope for.
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Global Trademark
Strategies: The
Madrid Protocol 
Kenneth D. Suzan

Trademark owners in the United States
seeking to extend their brands outside
U.S. borders now have a relatively new
mechanism for protecting their valuable
intellectual property. In the late fall of
2003, after extensive political debate and
negotiation, the United States officially
joined the Madrid Protocol, a centralized
system for trademark filings and protec-
tion in over 60 countries worldwide.
Under the Madrid Protocol, a single trade-
mark application may be filed with the
United States Patent and Trademark Office
(USPTO) and, in coordination with the
World Intellectual Property Office
(WIPO), receive protection in any or all of
the Madrid Protocol member countries.
The Madrid Protocol member countries
constitute a diverse array of overseas juris-
dictions, ranging from the United
Kingdom, Spain, and Japan to Cyprus,
Swaziland, and Liechtenstein. 

With the Madrid Protocol in place, U.S.
trademark and service mark owners may
consider filing one international applica-
tion with the USPTO in U.S. currency
using a single language such as English.
The centralized trademark filing, if not
met with objections from a foreign juris-
diction’s trademark-issuing authority or
opposition from third parties, will result in
a single international registration valid for
10 years and subject only to one renewal
deadline. International registration owners
may subsequently renew their trademarks
for additional 10-year terms. 

While the decision to register a company’s
trademarks pursuant to the Madrid
Protocol will vary depending upon the
specific branding and business goals of a
particular company, it is clear the cost sav-

Continued on page 4
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ings carries a wide appeal. Without the
Madrid Protocol, a U.S. company seeking
protection abroad must pay individual
national trademark filing fees, engage the
services of foreign counsel, complete pow-
ers of attorney, and arrange for legaliza-
tions and translations. The costs can add
up quickly if expanded to several coun-
tries. Under the streamlined Madrid
Protocol system, only one application is
needed, along with one set of fees, the
amount depending upon the number of
countries the brand owner requests. The
cost savings can add up to 50 percent or
more just for the application filing fees. In
the event of a corporate change of name
or assignment of the mark to a new entity,
only one document and one set of fees are
required to update the record title of the
international registration. The same
applies for the trademark renewal process.
Over time, significant cost savings can be
realized for the prosecution and manage-
ment of a global trademark portfolio. 

Apart from the cost savings, there are
other significant advantages to electing
trademark registration under the Madrid
Protocol. First, the trademark examination
process is speedier. Designated member
countries must examine the trademark
within a 12- to 18-month period. In some
of the same countries, the examination
process can often span several years.
Second, the owner of an international reg-
istration may elect to designate protection
to additional member countries of the
Madrid Protocol following the issuance of
the international registration. Therefore, as
a company grows and expands its brand
into new foreign markets, the international
registration can equally accommodate the
company and continue to provide expand-
ed protection. Third, it is anticipated new
countries will join the Madrid Protocol
over the next decade. Owners of interna-
tional registrations will be able to file
requests for country extensions as new
contracting parties join the Protocol.
Fourth, registration under the Madrid
Protocol enables companies to replace 

existing national trademark registrations
and reduce subsequent renewal fees.

While the Madrid Protocol certainly has
many appealing features, there are critical
disadvantages that must be considered
before opting to register trademarks under
this system. First, the international regis-
tration and all subsequent extensions into
designated member countries are subject
to “central attack” if the U.S. company’s
home country application or registration is
refused, withdrawn, cancelled, or amended
to the supplemental register during the
first five years of registration. This means
a brand owner’s global trademark portfo-
lio, registered under the Madrid Protocol,
could be attacked and cease to exist.
However, the owner of the international
registration will be afforded the opportu-
nity to transform the failed international
registration into national applications by
paying additional filing fees and coordinat-
ing with foreign counsel. Cost savings
realized at the inception of filing the inter-
national application could be easily con-
sumed in the added costs of filing new
trademark applications during the applica-
ble three-month window afforded under
the law. Nevertheless, the new national
trademark applications will receive the
original filing date of the international
application, which could prove helpful in a
subsequent trademark opposition or can-
cellation proceeding. 

Other disadvantages of the Madrid
Protocol include a prohibition of amend-
ing the mark over time, including at the
time of renewal. Should a company’s logo
undergo slight changes or if description of
goods requires amendment based on an
agreement with another trademark owner,
the needed amendments to the registration
may not be made. As a result, opting to
register a company’s trademark under the
Madrid Protocol may not be the right
vehicle for foreign trademark registration. 

In addition, the strict filing requirements
that apply to prosecuting trademarks in
the United States must be considered. For
example, the United States is notorious for

requiring trademark and service mark
owners to narrowly tailor the applicable
description of goods or services during the
prosecution process. The international reg-
istration and subsequent extensions to
member countries will be similarly limited
to the descriptions formulated under U.S.
law. As a result, the brand owner will not
be able to benefit from the often broader
descriptions of goods and services allowed
under many foreign trademark laws. This
narrower scope of coverage could play a
major role in a company’s foreign trade-
mark litigation matters. 

U.S. trademark owners must also be
mindful of the limitations placed on
assignments of international registrations.
An international registration procured
under the Madrid Protocol is only 
assignable to businesses that are nationals
of, domiciled in, or have an effective or
commercial establishment in a member
country of the Protocol. By way of exam-
ple, an international registration could 
not be assigned to a Canadian corpora-
tion, as Canada has not acceded to the
Madrid Protocol.  

Trademark owners must coordinate with
their trademark counsel before opting to
register their trademarks under the Madrid
Protocol. The advantages and disadvan-
tages of seeking trademark protection pur-
suant to the Madrid Protocol must be
carefully considered and analyzed. While
cost savings may be a driving force, there
are many competing factors relating to
trademark strategy that must enter into
the decision making process. 
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Filing
Considerations for
Provisional Patent
Applications
David L. Principe

In the United States, a patent application
must be filed within one year of the first
public use or offer for sale of an invention.
The filing of a provisional patent 
application can be used to satisfy this
requirement.

In most foreign countries, absolute novelty
is required, which means an invention
must not have been disclosed to the public
prior to the filing of the first patent appli-
cation for the invention. The test is some-
times phrased, “Has the knowledge of the
invention been placed in the hands of the
public?” Disclosures made on a confiden-
tial basis do not trigger
this bar. The filing of a
U.S. provisional patent
application preserves
foreign filing rights in all
Paris Convention coun-
tries and disclosures
made after the filing will
not adversely affect the
ability to file foreign
patent applications in
those countries. Accordingly, the timely 
filing of a U.S. provisional patent applica-
tion preserves U.S. and foreign patent 
filing rights.

The filing of a provisional patent applica-
tion enables the applicant to claim patent
pending status on its products. The provi-
sional patent application is maintained
confidential in the U.S. Patent and
Trademark Office. In order to retain the
priority benefit of the provisional patent
application, a regular U.S. patent applica-
tion and any foreign counterpart applica-
tions must be filed within one year of the
provisional patent application and must

claim priority based on the provisional
patent application. The foreign patent
application may include national, regional
(e.g., European), or Patent Cooperation
Treaty (PCT) patent applications.

If the applicant decides to file foreign
patent applications, the patent application
will be published 18 months from the fil-
ing date of the provisional. If the applicant
decides not to file any foreign patent
applications, the application can be main-
tained confidential during its entire pen-
dency in the U.S. Patent and Trademark
Office and will not become public until
the patent is granted.

Accordingly, the information contained 
in the provisional patent application is a
secret that could be maintained 
confidential for at least 18 months and
maybe longer.

No enforceable patent rights will arise
until the patents are granted. The average
pendency in the United States is approxi-

mately 22 months from
the filing date of the reg-
ular application, and for-
eign applications can
take much longer. With
a PCT application, the
filing of foreign patent
applications in specific
countries or regions can
be delayed by the 

applicant up to 30 months (in some cases
longer) from the filing date of the 
provisional patent application.

In conclusion, disclosures of the invention
made after the filing date of the provision-
al patent application will not affect the
ability to file regular U.S. or foreign
patent applications in Paris Convention
countries. The decision regarding the tim-
ing and content of disclosures to be made
by the applicant after the filing of the pro-
visional patent application should be made
based on how long applications can be
kept secret and how long it will take to
obtain patent rights. Of course the deci-
sion will also be based on nonpatent busi-

ness factors that are normally associated
with putting a new product on the market.
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Think Small, 
Really Small
R. Kent Roberts

Nanotechnology is the science of creating
and manipulating very small things. The
term arises from the word “nanometer,”
one billionth of a meter. To gain an under-
standing of how small a nanometer is,
consider that there are over 25 million
nanometers in one inch. Although the size
of nanotech devices may be small, the nan-
otechnology industry is anything but
small. The impact of nanotechnology can
be astronomical, and the ability to obtain
patents in this arena is central to the mag-
nitude of that impact. 

Patents are employed to protect and there-
by enable investments in nanotechnology.
Of course, simply making something
smaller does not entitle one to a patent.
Generally speaking, patents are awarded
for inventions that are (1) useful, (2)
novel, and (3) not obvious. Simply shrink-
ing the size of a device is usually consid-
ered an obvious variation and therefore
not patentable, unless there is a good
argument to the contrary. For example, if
there was a barrier to shrinking the size or
an unexpected result was achieved by the
size reduction, then the invention may be
considered “not obvious” and possibly
patentable.  

Continued on page 6
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However, even if a miniature version of a
larger device is not patentable, the method
of manufacturing that device may be
patentable if the method is useful, novel,
and not obvious. Many of the well-publi-
cized early developments in nanotechnolo-
gy were miniature versions of larger
devices, such as gears and pumps.  While
gears have been around for a long time,
gears on a nanotechnology scale were
quite novel. The techniques used to make
those gears were nothing like the tech-
niques employed by foundries and
machine shops to make conventionally
sized gears. Consequently, although the
nanotech-sized gear may have had
unpatentable features, the methods used to
make that tiny gear were certainly new and
by conventional standards not obvious. 

The same logic works in reverse. That is,
increasing the size of something does not
generally lead to a patentable device,
unless there is some reason that a size
increase was not obvious to one having
ordinary skill in the art. However, the
methods used to make such a super-sized
device may themselves be nonobvious and
therefore may be patentable. Hence,
although a change in size may not lead to
a patent, it may be possible to obtain a
patent on the associated method and
thereby keep competitors at bay.  
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Reach-Through
Claims Declared
Invalid
Ranjana Kadle

A recent case (University of Rochester v.
G.D. Searle & Co. 358 F.3d 916 (Fed. Cir.
2004)) decided by a three-judge panel of
the Court of Appeals for the Federal
Circuit (CAFC), which the CAFC refused
to review en banc (University of Rochester
v. G.D. Searle & Co., Inc., No. 03-1304
(Fed. Cir. July 2, 2004) Order)), delivered
a blow against the so called “reach-
through” claims in U.S. Patent No.
6,048,850 (the ‘850 patent). “Reach-
through” claims refer to claims for prod-
ucts or uses for products
when experimental data
is provided for screening
methods or tools for the
identification of such
products.  

The ‘850 patent is
directed to cyclooxyge-
nases (COX) inhibitors.
The COX enzymes
(COX-1 and COX-2) cat-
alyze the synthesis of prostaglandins,
which are implicated in inflammation.
Traditional anti-inflammatory drugs (such
as ibuprofen) ameliorate inflammation by
inhibiting harmful COX-1 but also cause
gastric problems by inhibiting the helpful
COX-2. The ‘850 patent provided a
method for screening compounds that
specifically inhibited COX-2 (implicated in
inflammation) but not COX-1 (thereby
reducing gastric side effects). The claims
of this patent were directed to a method of
selectively inhibiting COX-2 in a human
by administering an inhibitor of the gene
for Protaglandin H synthase 2 (PGHS2—
another name for COX-2). Upon the
issuance of a patent, the assignee of the
‘850 patent, University of Rochester, sued
G.D. Searle (and related companies 

including Pfizer), the makers of Celebrex,
a COX-2 inhibitor. 

Upholding a lower court’s decision, the
CAFC noted that while a screening
method was provided in the ‘850 patent
for identification of COX-2 inhibitors, no
COX-2 inhibitors had been identified and
no treatment demonstrated. Therefore, the
court upheld the invalidation of claims
directed to methods of selectively inhibit-
ing PGHS2 activity in humans for failure
to meet the written description require-
ment. The University of Rochester has
indicated it will file a request for an en-
banc hearing of this case by the CAFC.
This case emphasizes the hurdles faced by
academic and research institutions in their
quest to obtain protection for early-stage
discoveries. In amici briefs filed by the
University of California and the University

of Texas, the academia
cautioned that invalidat-
ing this patent would
have an adverse effect on
technology transfer pro-
grams and thereby
undermine the Bayh-
Dole Act. The court,
however, rejected their
argument and noted that
the Bayh-Dole Act was
intended to enable uni-

versities to profit from their federally
funded research and not to relax the statu-
tory requirements of patentability. This
case emphasizes the importance of drafting
claims that conform not only to the
enablement requirement (which explains
how to make and use the invention) but
also to the written description requirement
(which allows one skilled in the art to 
recognize the invention). 
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only to the enablement
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